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In re PATENT APPLICATION of: Confirmation Number: 8897 

PETER TEN BERGE ET AL. 


Application No.: 10/724,403 Group Art Unit: 2826 

Filed: December 1 . 2003 Examiner: LEONARDO ANDUJAR 

For: SUBSTRATE, METHOD OF PREPARING A SUBSTRATE. METHOD OF 
MEASUREMENT, LITHOGRAPHIC APPARATUS, DEVICE MANUFACTURING 
METHOD AND DEVICE MANUFACTURED THEREBY, AND MACHINE-READABLE 
STORAGE MEDIUM 


Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TRANSMITTAL 

Transmitted herewith is a Response to Second Restriction Requirement for this 
application. 


FEES 

The fee for claims and extension of time (37 C.F.R. 1.16 and 1.17) has been calculated 
as shown below: 


CLAIMS 
REMAINING HIGHEST NO. 

AFTER PREVIOUSLY PRESENT 
AMENDMENT PAID FOR EXTRA 

RATE 

ADDIT. 
FEE 

TOTAL 28 - 28 = 0 

X 

$ 

$ 

INDEP. 28 - 8 = 20 

X 

$ 

$ 

FIRST PRESENTATION OF MULTIPLE DEP. 
CLAIM 

+ 

$ 

$ 0.00 

TOTAL ADDITIONAL CLAIM FEE 

$ 


GRAND TOTAL 

$ 0.00 


FEE PAYMENT 


Authorization is hereby made to charge the amount of $0.00 to Deposit Account No. 
033975. Charge any additional fees required by this paper or credit any overpayment 
in the manner authorized above. A duplicate of this paper is attached. 


Date: April 27, 2006 
PILLSBURY WINTHROP SHAW PITTMAN LLP Guillermo E. Baeza 
P.O. Box 10500 Reg. No. 35056 

McLean, VA 22102 
703 770.7710 
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This responds, with traverse, to the Second Restriction Requirement (dated 
March 27, 2006) in connection with the above-Identified patent application. 


The Examiner made a first requirement for restriction on December 8, 2005 
between the following groups of claims: 

Group I. Claims 1-24. drawn to a method of preparing a substrate; and 
Group II. Claims 26-28, drawn to a substrate having alignment marks. 

PREVIOUS ELECTION 

In order to comply with the First Restriction Requirement, Applicants elected 
to prosecute Group I, directed to claims 1-24, and reserved the right to file a 


RESPONSE TO SECOND RESTRICTION REQUIREMENT 


Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


Sir: 


THE FIRST RESTRICTION REQUIREMENT 
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Divisional application directed to the non-elected claims at a later date, if so desired. 
The election was made without traverse on January 8, 2006. 

Thus, claims 1-24 remain pending in the present application. 

THE SECOND RESTRICTION REQUIREMENT 

The Examiner made a second requirement for restriction on March 27, 2006 
between the following groups of claims: 

Group I. Claims 1-11, which according to the Examiner, are drawn to a 

method of preparing a substrate; and 
Group II. Claims 12-15, which according to the Examiner, are drawn to a 

method of determining an orientation of a crystal axis of a 

substrate. 

RESPONSE TO SECOND RESTRICTION REQUIREMENT 

The second restriction requirement is improper because it fails to consider all 
of the claims pending in the present application. Claims 1-24 remain pending. The 
second restriction requirement addresses only claims 1-15, and the associated 
"Office Action Summary" erroneously states that only claims 1-20 are pending, that 
claims 16-28 are withdrawn from consideration, and that claims 1-15 are subject to a 
restriction requirement. 

Applicants' counsel initially responded to the Examiner by telephone. During 
a telephone interview on April 25, 2006, Applicants' counsel requested that the 
second restriction requirement be withdrawn in view of its erroneous basis. The 
Examiner, however, was unwilling to withdraw the restriction requirement and 
Instead requested that a formal response be filed. 
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Pursuant to the Examiner's request, Applicant traverses and respectfully 
requests withdrawal of the improper, second restriction requirement. Applicant 
cannot respond adequately because it is not clear which group pertains to the other 
remaining claims 16-24. For compliance with 37 C.F.R. 1.143, however, Applicant 
provisionally elects, with traverse, Group I, directed to claims 1-1 1 . 

The second restriction requirement also should be withdrawn because, in 
addition to the aforementioned defects, it fails to comply with M.P.E.P. §803. 
In particular, it is respectfully submitted that the remaining claims 1-24 in this 
application may be searched and examined without a serious burden. M.P.E.P. 
§803 states: "If the search and examination of an entire application can be made 
without serious burden, the examiner must examine it on the merits, even though it 
includes claims to independent or distinct inventions." (Underlining emphasis added) 
Notably, the second restriction requirement, if maintained as to Groups I and II, 
would result in the withdrawal of only four claims (claims 12-15) from consideration. 
It Is also respectfully noted that the claims in non-elected Group II include features 
that overlap in subject matter with features recited in the claims of provisionally 
elected Group I. 

In view of the substantial overlap, it is respectfully submitted that the search 
for Group I necessarily includes the search for Group II. As the search for Group I 
necessarily includes the search for Group II, it is respectfully submitted that the 
search and examination of all remaining claims 1-24 in the application can be made 
without a serious burden. 
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Applicants therefore respectfully request withdrawal of the second restriction 
requirement and examination on the merits of all remaining claims (1-24) in this 
application. 


Respectfully submitted, 

PILLSBURY WINTHROP SHAW PITTMAN LLP 

Guillermo E. Baeza 

Reg. No. 35,056 

Tel. No. 703.770.7710 

Fax No. 703.770.7901 

Date: April 27, 2006 
P.O. Box 10500 
McLean, VA 22102 
703.770.7900 
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